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DECI SI ON ON_ APPEAL

This is a decision on an appeal fromthe exam ner’s
refusal to allow clainms 1-9 and 11

Claim1l is representative of the subject matter on
appeal and reads as foll ows:

1. An assenbly for mxing a polymer with water and
activating the polynmer, conprising:

a m xing chanmber having a first inlet, a second
inlet and an outlet orifice having a peripheral seat at
its distal end, wherein said seat has a cross-section
shaped as a right angled corner;
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means for introducing a flow of water to said first
inlet;

means for introducing a flow of water to said first
inlet;

means for introducing a flow of said polynmer to said
second inlet;

a plug disposed outside said m xing chanber and
shaped to seal said outlet orifice along said seat; and

means for yieldable biasing said plug agai nst said
outlet orifice peripheral seat;

whereby the flow of the m xed water and pol ymer
exerts a force against said plug which causes said plug
to nove away fromsaid outlet orifice seat against the
force exerted by said biasing nmeans so as to provide a
gap between said plug and said outlet orifice seat which
results in the activation by shearing of polyner passing
t hrough sai d gap.

I n support of the rejection, the exam ner relies on
t he

following prior art:

Br ooks 1, 925, 787 Sept. 5, 1933
Lavi ne 2,124,580 July 26, 1938
Robi nson 2,817,500 Dec. 24, 1957
Hendri kz 4,199, 267 Apr. 22, 1980
Brazelton et al. (Brazelton) 5,135,968 Aug. 4, 1992

Clainms 1-9 and 11 stand rejected under 35 U.S.C. 8§
103 as bei ng unpatentabl e over the conbi ned discl osures
of Brazelton taken wi th Robinson, Hendrikz, Brooks, and

Lavi ne.
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We have carefully reviewed the clains, specification
and applied prior art, including all the argunents
advanced by both the exam ner and appellants in support
of their respective positions. This review |eads us to
conclude that the examner’'s 8 103 rejection is not well-
founded. Accordingly, we reverse the exam ner’s 8§ 103
rejection for essentially those reasons set forth in the
brief. W add the follow ng for enphasizes and
conpl et eness.

First, we note that the exam ner bears the initial
burden of presenting a prima facie case of
unpatentability. [In re QCetiker, 977 F.2d 1443, 1445, 24
USPQ2d 1443, 1444 (Fed. Cir. 1992).

Appel | ant acknowl edges that the secondary reference

of Lavine teaches a spring |oaded ball valve in a
emul si fication device. (Brief, page 7). However,
appel lant correctly points out that Lavine and the other
applied references lack the recitation of a right angle
corner seat to define an orifice. (Brief, page 8). This
is made evident by a conparison of appellant’s figure
with Figure 8 of Lavine. Specifically, appellant’s seat
30 is different from Lavine’'s cup shape nenber 39 having
centrally di sposed opening 40 adaptive to be closed by a
bal I val ve menber 41. W note that the exam ner does not
address this difference in his answer. (Answer, pages 3-
5).

Assuni ng, arguendo, that appellant’s clainmed
invention is a conbination of old elenents, we note that

the fact that elenents are old in the art not does not
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necessarily nean the invention is obvious, nor is the use
of hindsight permtted. Gahamv. John Deere Co., 383

U S 1, 37, 148 USPQ 459, 474 (1966). As correctly

poi nted out by appellant on pages 7 and 8 of the brief,

t he conbi nati on of references |acks the requirenment that

sone teaching, suggestion or incentive derived fromthe

prior art supports the conbination. ACS Hosp. Sys., lInc.
v. Montefiore Hosp., 732 F.2d 1572, 1577, 221 USPQ 929,
933 (Fed. Cir. 1984). In this context, we note that the

exam ner has not explained why the references thensel ves
woul d have | ed one of ordinary skill in the art to
conbi ne their teachings as proposed by the exam ner.
This is a further deficiency in the examner’s
presentation. See In re Rinehart, 531 F.2d 1048, 1051,
189 USPQ 143, 147 (CCPA 1976). For exanple, the exam ner
has not provided an explanation of why one of ordinary

skill in the art would have been notivated to substitute
the ball assenbly of Lavine for apparatus 22 of
Brazel ton, especially in view of the fact that apparatus
22 of Brazelton is concerned with high shear m xing,
whereas the ball valve assenbly disclosed in Lavine
concerns enul sification and bl ending of |iquids.

Accordingly, we find that the exam ner has not net
his burden of setting forth a prima facie case of
obvi ousness.

In view of the foregoing, the decision of the
exam ner is reversed.

REVERSED
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